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DETAILED ACTION 
Status of Claims 

Claims 1-15 have been cancelled. Claim 16 has been amended. Claims 16-20 remain 
pending and are again presented for examination. 



Summary of Board Decision 

The Examiner's decision to reject claim 19 under 35 U.S.C. § 112, second paragraph, is 
reversed. 

The Examiner's decision to reject claims 1, 10, and 16-19 under 35 U.S.C. § 102(b) is 
affirmed. 

The Examiner's decision to reject claims 2-9, 1 1-13, and 20 under 35 U.S.C. § 103(a) is 
affirmed. 

In addition to affirming the Examiner's rejection(s) of one or more claims, this decision 
contains a new ground of rejection pursuant to 37 C.F.R. § 41 .50(b) (2007). 37 C.F.R. § 41 .50(b) 
provides "[a] new ground of rejection pursuant to this paragraph shall not be considered final for 
judicial review." 



Response to Arguments 

1. Applicant's arguments filed 21 August 2008 with respect to 35 U.S.C. 101 have been 
fully considered but they are not persuasive. Applicant's amendments have not overcome the 
underlying issue of claim 16 which is the fact that a "carrier information system" is not deemed 
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to be an apparatus or device, as stated on page 20 of the Board's Decision. Therefore, offering 
the customer the incentive by updating a rate database maintained by the carrier information 
system for the customer, does not overcome the rejection (1) since the information system is not 
deemed to be an apparatus; (2) merely updating a database which is maintained by the carrier 
information system does not necessarily involve the use of the system. Thus, the rejection is 
upheld. 

2. Applicant's arguments with respect to claims 16-20 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 16-20 are rejected under 35 U.S.C. § 101 as being directed to non- statutory 
subject matter. The Claimed Invention the claimed invention is directed to a methodology for 
determining how to target incentives. In other words, the claimed invention is directed to a 
method of making a decision to provide and modify incentives. 

The Specification does not appear to define any of the claim terms. As such, they are to 
be given their ordinary and customary meaning. In that regard, claim 16 is a collection of 
obtaining, determining, offering, and analyzing steps involving the use of data for reaching a 
particular decision. 

The Specification does not appear to define any of the claim terms. As such, they are to 
be given their ordinary and customary meaning. In that regard, claim 16 is a collection of 
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obtaining, determining, offering, and analyzing steps involving the use of data for reaching a 
particular decision. 

We are cognizant that claim 16 includes the generic term "information carrier system." 
The information carrier system is not disclosed as a particular machine or device in the 
Specification. As such, the claim is not limited to a method of using a machine or device, i.e., a 
method of using the information carrier system. In addition, the "information carrier system" 
does not effect a transformation of any subject matter of the claim and thus add nothing to the 
non-statutory status of the claimed method as a whole. Even if we were to assume arguendo that 
the "information carrier system" is a machine, as has been stated informatively, "[njominal 
recitations of structure in an otherwise ineligible method fail to make the method a statutory 
process." Ex parte Langemyr, Appeal No. 2008-1495, slip op. at 20 (BPAI May 28, 2008). As 
the panel in Langemyr stated, "[t]o permit such a practice would exalt form over substance and 
permit claim drafters to file the sort of process claims not contemplated by the case law." Id. 
Because the subject matter of claim 16 does not transform or otherwise reduce subject matter 
into a different state or thing, it is not directed to a statutory "process." Dependent method 
claims 17-20 likewise fail this test for the same reasons. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claims 16-20 rejected under 35 U.S.C. 103(a) as being unpatentable over Barns-Slavin et 
al, U.S. Patent No. 5,995,950 in view of Kende et al., Pub. No. US2002/0120540 Al, hereinafter 
referred to as Barns-Slavin and Kende, respectively. 

As per Claim 16 and 19 , Barns-Slavin et al. disclose a mailing machine comprising: 

- obtaining customer usage and customer data (C. 2, lines 7-10; C. 4, lines 48-50); 
determining whether offering an incentive is desired (C. 4, lines 19-25); 

- determining whether a customer is eligible for an incentive (C. 2, lines 20-47); 
obtaining incentive related usage data (C. 2, lines 7-10); 

- analyzing the incentive related usage data (C.2, lines 20-67). 

Barns-Slavin fails to explicitly disclose offering the customer the incentive by updating a rate 
database maintained by the carrier information system for the customer; determining effectivity 
of the incentive; determining whether to modify the incentive based on the effectivity of the 
incentive; and modifying the incentive by updating the customer's rate database. However, 
Barns-Slavin discloses offering the customer an incentive, determining whether to modify the 
incentive (C. 2, lines 20-67). 

Further Kende teaches rates may be updated at the occurrence of an identified triggering 
event (0057-0061). Further, Kende teaches an analysis engine which determines one or more 
preferred rate plans based on one or more prior usage information (0063-0073). Moreover, 
Kende teaches a switching module which can inform whether their rate plan is the most 
advantageous (0082-0083). 
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It would have been obvious to one of ordinary skill in the art to include in the mailing 
system of Barns-Slavin the ability update and examine discounts and incentives given to 
customers as taught by Kende since the claimed invention is merely a combination of old 
elements, and in the combination each element merely would have performed the same function 
as it did separately, and one of ordinary skill in the art would have recognized that the results of 
the combination were predictable. 

As per Claim 17 , Barns-Slavin disclose a mailing machine comprising: 

the customer usage data is obtained from a mailing machine (Col. 2, lines 7-10). 

As per Claim 18 , Barns-Slavin further discloses a mailing machine wherein: 
- the incentive is a time based discount for at least one particular class of mail 
(Col. 2, lines 7-10). 

6. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Barns-Slavin in 
view of Kende as applied to claim 16 above, and further in view of Sansone et al., U.S. Patent 
No. 5,072,401, hereinafter referred to as Sansone. 



As per Claim 20 , Barns-Slavin further discloses a mailing machine wherein: 

determining whether an incentive is desired includes, analyzing historical usage data 
(Col. 2, lines 7-10; Col. 4, lines 19-25). 
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Barns-Slavin fails to explicitly disclose analyzing partial period usage data. However, Barns- 
Slavin discloses analyzing usage data (Col. 2, lines 7-10). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of applicant's invention to modify the 
mailing machine of Barns-Slavin and include analyzing partial period usage data, because it 
greatly improves the efficiency of the system by providing the system with more accurate rate 
data to determine the discount for the user. 

Barns-Slavin fails to disclose forecasting capacity demands and targeting at least one 
customer likely to require the applicable mailing services to be discounted. However, Sansone 
teaches using logistics planning in order to ensure timely delivery of mailings, and also targets 
mailers with common usage patterns (Col. 3, lines 50-65; Col. 16, lines 3-6). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of applicant's invention to 
modify the mailing machine of Barns-Slavin and include forecasting capacity demands and 
targeting customers with common usage patterns as taught by Sansone , because it greatly 
improves the system by enabling a more efficient and effective use of the facilities of the post 
office. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested that the applicant, in preparing the responses, fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to FADEY S. JABR whose telephone number is (571)272-1516. 
The examiner can normally be reached on Mon. - Fri. 8:00am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Fadey S Jabr 
Examiner 
Art Unit 3628 

FSJ 



Please address mail to be delivered by the United States Postal Service (USPS) as 
follows: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(571) 273-1516 [Informal/Draft communications, labeled "PROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to the Customer Service Window, Randolph Building, 401 
Dulany Street, Alexandria, VA 223 14 

IF. S. J./ 

Examiner, Art Unit 3628 



/JOHN W HAYES/ 

Supervisory Patent Examiner, Art Unit 3628 



